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DETAILED ACTION 

1 . The enclosed detailed action is in response to the After-Final submitted on August 26, 
2005. 

Claim Objections 

2. Claims 7, 14 and 21 are objected to because of the following informalities: 

Claims 6-7, lines 3 and 1 respectively; claims 13-14, lines 3-4 and 1 respectively, and claims 20- 
21, lines 3-4 and 1-2 respectively should state "said plurality of extend-to-new volume groups". 
Appropriate correction is required. 

Claim Rejections - 35 USC§102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

4. Claims 5, 12 and 19 are rejected under 35 U.S.C 102(e) as being anticipated by Niles et 
al. (PGPUB: US 2003/0135709). 

Regarding claims 5, 12 and 19, Niles discloses selecting a new storage volume (by selecting a 
segment from volume B or C in the first storage group from the free list) from a first plurality of 
storage volumes that constitute a first storage group (first group comprised of volumes A, B and 
C in Figure 4, Reference 225) in response to encountering an end of a current storage volume 
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(section 0085, lines 29-41 and section 0086); and if unsuccessful in selecting a new storage from 
the first storage group (unsuccessful when the end of an allocated disk area on a current drive has 
been reached; refer to section 0041), selecting another new storage volume from a second 
plurality of storage volumes that constitute a second storage group (storage volumes located on 
another physical drive, refer to section 0041); and linking the second group as an extend-to-new 
(expansion) volume group for end of volume encounters of the first plurality of storage volumes 
of the first group (section 0041, section 0038, lines 6-14, section 0047, lines 7-20). Regarding 
claim 19, Niles discloses a software driver (computer program) performing the above features 
(section 0069). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 6-7, 13-14 and 20-21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Niles (PGPUB: US 2003/0135709). 

Regarding claims 6, 13 and 20, Niles discloses the limitations cited above, however, Niles does 
not explicitly disclose a plurality of expansion volume storage groups. Niles discloses that 
physical storage can be added to the system when an actual memory capacity increase is 
required [section 0047] and thus it is evident that more than one physical drive (and thus more 
than one volume group) can be added to the system to further increase the memory capacity, 
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thereby providing a plurality of expansion volume storage groups. Niles discloses that the new 
drives are divided into segments per volume (Figure 4, Reference 225; section 0038) and linked 
to the other drives (section 0047), thus establishing a group of volumes for the newly added 
drive. Hence, it would have been obvious to one of ordinary skill in the art to add a plurality of 
drives (expansion volumes) to the system taught by Niles for the desirable purpose of increasing 
the (actual) memory capacity. Additionally, Niles' system is capable is capable of selecting a 
new storage volume from one or more of the plurality of extend-to-new storage volume groups 
by selecting a corresponding segment from the extend-to-new storage volume group from the 
free list. 

Regarding claims 7, 14 and 21, Niles discloses that the plurality of extend-to-new volume groups 
are available for selection according to a priority (next available; refer to section 0044 and 
section 0046). 

Response to Arguments 

7. Upon reconsideration of the claims after an updated search was performed, the above 
claims, although indicated as allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims in the last Office Action, have not been 
allowed because the claims are anticipated by the aforementioned prior art. The current Office 
Action has accordingly been made a Non-Final Rejection. 
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Conclusion 



8. 



Any inquiry concerning this communication or earlier communications from the 



examiner should be directed to Kimberly N. McLean-Mayo whose telephone number is 571-272- 
4194. The examiner can normally be reached on Mon (10-4), Tues, Thu (10-2), Fri (10-6:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Donald Sparks can be reached on 571-272-4201. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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